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DETAILED ACTION 

1 . Claims 1-20 have been examined. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1-2, 4-6, 8-12, 14-18, 20 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Yamaguchi et al. United States Patent Application Publication No. 
2002/0059382 (hereinafter "Yamaguchi"). 

4. Regarding Claims 1,11: An e-mail client, comprising: message composition 
logic operable to compose a message to at least one recipient (Yamaguchi figures 1, 5, 
paragraphs 38, 41) 

Write protect logic operable to protect the message against subsequent alteration by 
said at least one recipient (Yamaguchi Fig 1, 5, 13, paragraphs 10-12, 47, 49, 61) As 
seen the message to be sent to CC and BCC recipients is modified to make the 
message write-protected. 

5. Regarding Claim 2: The client of claim 1 , wherein the write protect logic 
comprises conversion logic operable to change the file from a text file to a picture file 
(Yamaguchi figure 5, 13, paragraph 47) 
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6. Regarding Claim 4, 17. The client of claim 2, wherein the picture file is stored on 
a central server for retrieval by the recipient (Yamaguchi paragraphs 40, figure 1) 
Yamaguchi provides for standard email service wherein the email is downloaded from a 
server, the email clearly comprising the associated picture file. 

7. Regarding Claims 5, 20: The client of claim 2, wherein the picture file is included 
as an attachment to the message (Yamaguchi paragraph 49) 

8. Regarding Claims 6, 14: The client of claim 2, wherein the picture file is a joint 
photographic experts group (JPEG) file (Yamaguchi figure 13, paragraph 47) 

9. Regarding Claims 8, 12. The client of claim 1 , wherein the write protect logic 
comprises conversion logic operable to change the file from a text file to a portable 
document format (PDF) file (Yamaguchi figure 13, paragraph 47). 

10. Regarding Claims 9, 16: The client of claim 1, wherein the composition logic is 
operable to allow the user to compose a new message, a reply to a received message 
or forward a received message. (Yamaguchi paragraphs 39, 41, figures 1, 5) 
Sending to at least one user in write-protected format (Yamaguchi paragraph 47) 

1 1 . Regarding Claims 10, 15. The client of claim 1 , wherein the client further 
comprises a user interface operable to allow the user to select a plurality of options, 
including enabling the write protect logic. (Yamaguchi paragraphs 44-46) The user has 
the option of choosing if write protection is utilized by selecting which field the recipient's 
address is placed in. 

12. Regarding Claim 18. The method of claim 16, wherein the message is 
downloaded to a computer for viewing by the user. (Yamaguchi paragraph 40) 
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Claim Rejections - 35 USC § 103 

13. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

14. Claims 7, 13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yamaguchi. 

15. Yamaguchi lacks explicitly a teaching of using a GIF file type as the image. 
However, the examiner takes Official Notice that the GIF file format is old and well 
established in the art of computing as a means to represent data as an image. 
Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
applicant's invention to utilize a GIF file format for the image. One of ordinary skill in the 
art would have been motivated to utilize such a format. The advantages of GIF is well 
known to those skilled in the art. 

16. Regarding Claim 7: The client of claim 2, wherein the picture file is a graphics 
image format (GIF) file. See Yamaguchi figure 13 and paragraph 47, wherein 
Yamaguchi discloses the use of similar image file types. 

17. Claims 3, 19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yamaguchi. 
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18. Yamaguchi lacks explicitly teaching attaching the file as an inline attachment. 
However, the examiner takes Official Notice that including such an attachment as a 
picture as an inline attachment is old and well established in the art of electronic 
messaging as a means of including such files within a message. Therefore it would 
have been obvious to one of ordinary skill in the art at the time of the applicant's 
invention to include such a file as an inline attachment. One of ordinary skill in the art 
would have been motivated to utilize such a method as the advantages of inline 
attachments are well known to those skilled in the art. 

19. Regarding Claim 3, 19: The client of claim 2, wherein the picture file is included 
as an inline image within the message. 

Conclusion 

.20. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Applicant is reminded that in amending in response to a rejection 
of claims, the patentable novelty must be clearly shown in view of the state of art 
disclosed by the references cited and the objections made. Applicant must show how 
the amendments avoid such references and objections. See 37 CFR 1 . 1 1 1 (c). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thomas Szymanski whose telephone number is 571- 
272-8574. The examiner can normally be reached on M-F 8-4:30. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kambiz Zand can be reached on 571-272-381 1 . The fax phone number for 



Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



the organization where this application or proceeding is assigned is 571-273-8300. 
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